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REMARKS 

L Amendments to the Specification 

Tlie specification has been amended to correct inadvertent typographical errore 
these amendments can be found throughout the application, for example, in Example 3 
amendments introduce no new matter. 

2. Status of the Claims and Support for the Amendments to the Claims 
Claims 1-9 and 1 8-23 have been canceled without prejudice or disclaimer. Applicants reserve 

the right to pursue and claim, the subject matter of these canceled claims in. one or more divisional or 
continuation patent applications. 

Claims 10-17 and 24 have been amended atid new claims 25-29 have been added. Support 
for the ainendments and for the new claims can be found throughout the specification. For example, 
support for the amendments to claim 1 can be found in the specification at page 3, lines 23-31 ; at page 
4, lines 16-20; and throughout pages 6-7. The amendments to claims 11-17 and 24 are sought bring 
tlie claims into conformance with U.S. practice and to more clearly present Applicants' invention. 
Support for new claims 25-29 can be found, for example, in Example 3 at pages 15-17. The foregoing 
amendments do not add new matter, and entry and consideration are respectfully requested. 

Upon entry of the foregoing amendments, claims 10-17 and 24-29 are pending in the 
application, with claims 1 0 and 25 being the independent claims. Based on the following remarks. 
Applicants respectfully request that the Examiner reconsider all outstanding rejections and that they 
be withdrawn. 

3. The Objections to the Specification Should be Withdrawn 

In the Office Action at page 2, paragraphs 5-7, the specification has been objected to for 
various informalities. Specifically, the Office Action indicates that tlie specification contains 
instances of the the tenn "silicon oil," which appears to be a misspelling of "silicone oil," and that 
untranslated German preposition "von" appears at page 26, In addition, the Office Action notes that 
the claims are not the object of a sentence. 

Applicants appreciate the Office Action pointing out these inadvertent errors. By the 
foregoing amendments to the specification, these errors have been corrected. Thus, Applicants 
respectfully request withdrawal and reconsideration of the objections to the specification. 



. Support for 
. Thus, these 
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4, The Rejection of Claims I -7, 9-16 and 18 Should be Withdrawn 

In the Office Action at pages 3-7. paragraphs 8-28, claims {-7, 9-16 and 18 have been 
rejected under 35 U.S.C. § i02(h), as aUegedly being anticipated by Bloch et ai., U.S. Patent 
No. 5,411.876 (hereinafter '-Blocii"). as evidenced by Wolfmeier et al. "Waxes" in Ulmarm's 
Ennclopeciici of Indrntriai Cheuiisrry (2{)00} (Jicrc in after -Wolfmeier"). Claims 1-9 and 18 have 
been canceled without prejudice or disclaimer. Hence, this rejection has been rendered mioot as it 
may have applied to these claims. Applicants respectfully traverse tliis rejectiosi as it may appiy to the 
remaining claims. 

The Office Action contends that Bloch discloses a contamination burner comprising a layer of 
grease, wax or mineral oil, used to seal an aqueous soKitiOii m a PCJR Tube. The tJffice Action asserts, 
as allegedly evidenced by Wolfmeier. that waxes are composed of hydrocarbon iTiixtures. The Office 
Action also asserts that Bloch disck>ses that th.e waxes casi be comprised of subsUUitcd or 
unsubstituted hydrocarbons of various lengths, as well as saliirated or uiisatinalcd cyclic 
hydrocarbons, or branched or unbranched acyclic hydrocarbons, 

The Office Action also asserts that Bioch discloses a method for preventing contamination 
during processing of an aqueous solution, as the use of wax to cover the aqueous solutions in PGR 
wells acts as a vapor barrier that also prevents contamination. The Office Action therefore concludes 
that the claimed invention is anticipated. Applicants respectfully disagree with these contentions and 
conclusions. 

Present claim 10 (and hence, claims 11-16 that dcpesid ultiiriately therefrom) recites a method 
for preventing contamination during the processing of aqueous solutions in open and automated 
systems comprising covering the aqueous solutions with a contamination barrier comprisitig at least 
one water immiscible hydrocarbon or hydrocarbon mixture. The covering prevents contamination 
during transfer of the aqueous solutions, and'or the covering prevents formation of aqueous aerosols, 
while still allowing for removal and processing of the aqueous solutions under the contamination 
barrier. The at least one water immiscible hydrocarbon or hydrocarbon mixture comprises branched 
or unbranched hydrocarbons of from 6 to ! 6 carbon atoms. 

Applicants respectfully submit that Bloch does not disclose a method for preventing 
contamination during the processing of aqueous solutions in open and automated systems comprising 
covering the aqueous solutions with a contamination barrier comprising at least one water immiscible 
hydrocarbon or hydrocarbon mixture, wherein the at least one water immiscible hydrocarbon or 
hydrocarbon mixture comprises branched or unbranched hydrocarbons of from 6 to 1 6 carbon atoms, 
Apphcants note that compositions disclosed in Bloch are limited to waxes comprising at least 20 
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carboRS. See Bloch al column 11, lines 25-28. In fact, the Office Action concedes that Bloch does 
uni dis(.lo e that the oi imm Uiou 1" iie s fi Mn ihr^ ^ onp too i*- i^g ni oi ii e uoi lue 

decade and doitCrnc a^d t ivtuies tl c! Oft cc A^r ot A pint S | aia^ aph "^i In atdt on 

Ian 1 M were ut e e. ed 'n 1 e u i V loi i de ^"US( ^li)2(b), o\e Bl<> 1 fuithe 
e^ idcncMig liat t! t Office A^rtior c d not >i M^e the o ^1 - jiotr^ntialK antK }. t cd [ ^ B o^t. 

\pphc intMei>e>,ttulH -ubm 1 is BIolI do^snttdi i i ist. t-a^h anc tvu\ < emait il the 
pv " via \ I u Bh. . .unkifK.; !! I. p!:;sv \ Janrs 

S'^t MIM P^2i52 ' ^ cv> o! 1 '-s ^coibidcration and withdrawal ot the 

rejection under 35 U.S.C. § i 02(b) are respectfully requested. 

S. The Rejection of Claims 8, 17 and 19-24 Under 35 U.S.C. § 103(a) Over Bloch in View of 
Perbost Should be Withdrawn 

In the Office Action at pages 8-10, paragi-aphs 29-39, claims 8, 17 and 19-24, have been 
rejected under 35 U.S.C. § 103fa), as allegedly being unpatentable over Bloch in view of Pei'bost et 
al., U.S. Publ islred U.S. Patent Application No. 2002/0086327 (hereinafter 'Terbosf ). Claims 19-23 
have been canceled. Hence, this rejection has been rendered moot as it ma_y have applied to these 
claims. Applicants respectfully traverse this rejection as it may apply to the remaining claims. 

The Office Action asserts that Bloch allegedly discloses Applicants' invention as set forth 
above. However, the Office Action concedes that Bloch does not explicitly disclose that the 
contamination barrier is selected from the group consisting of octane, nonane, decane and dodecajie 
and mixtures thereof See Office Action at page 8, paragraph 33, The Office Action attempts to cure 
this deficiency with the disclosure of Perbost, 

Specifically, the Office Action asserts that Perbost discloses a method of shielding 
biosynthesis airays from the surrounding environment by applying a non-miscible fluid to the array. 
The Office Action indicates that Perbost discloses that the non-miscible fluids can comprise 
hydrocarbons selected from the group consisting of octane, nonane, decatie and dodecane and 
mixtures thereof The Office Action contends that it would have been obvious to modify the 
contamination barrier allegedly disclosed in Bloch to include the non-miscible fluid shields of Perbost 
in order to provide an inert and insoluble barrier. The Office Action therefore concludes that the 
claimed invention would have been obvious. Applicants respectfully disagree with the contentions 
and conclusions in the Office Action. 

Applicants submit that the obviousness rejection set foith in the Office Action is based on 
impermissible hindsight. See M,P.E.P. § 2145,X.A; see also KSR Int'l. Co. v. Tele/lex Inc., Ill S,Ct. 
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1727, 1752 (2007). ("A factfinder should be aware, or course, of the distortion caused by hindsight 
bias and must be cautious of arguments reliant upon ex post reasoning.") The Office Action has not 
set forth a proper prima facie case of obviousness. As set fortli in M.P.E.P. § 2143(D), & prima facie 
case of obviousness can otily be shown where the cited combination of references would yield 
predictable results. See KSR, 127 S.Ct. 1727 at 1740. The Office .Action has not provided a showing 
that modifying the disclosure of Biocli with llie disclosure of Perbost would have a reasonable 

expectation of success i.e., a reasonable expectation tiiat modifying the greases and waxes titiiized 

in Bloch, as required, would result in a successful method of preventing contamination. .Absent such 
a showing, a prima facie case of obviousness camiot be established, ^ee M.P.E.P. § 2143.02. In 
addition, Applicants submit that the modification proposed in tire Office .Action is im.permissible, as it 
would render the primary reference of Block unsatisfactory for its intended purpose. 
5eeM.P.E.P. §2143.01.V. 

5.1 Bioch ami Ferbost would not have provided a reasonable expectation for 
successfuiiy preventing eontamination 

Applicants submit that the disclosure of Bloch relies on the use of greases or waxes to create a 
overlay on the surface of a PCR product. See Bloch at columns 3-4. The GlFice Action suggests that 
it would have been obvious to substitute the hydrocarbons octane, nonane, decane and dodecane, 
allegedly disclosed in Perbost for the long chain hydrocarbon waxes disclosed in Bloch. Applicants 
submit that the Office Action has provided no indication that such a substitution would result in a 
barrier that would prevent contamination of an aqueous solution, as recited in the presently claimed 
invention. The fact that Perbost utilizes such hydrocarbons to provide a shield for biochemical 
reactions does not mean that such materials can be utilized for preventing contamination duiing the 
processing of aqueous solutions in open and automated systems, as recited in the presently claimed 
invention. Such a modification would not yield predictable results, and thus, cannot support a prima 
facie case of obviousness. See M.P.E.P. § 2143.02. See also KSR, 111 S.Ct. at 1740. 

5.2 The moditlcation of Bioch by Perbost would render Bloch unsatisfactory for its 
intended purpose 

Tlie methods disclosed in Bloch require a barrier that can transition fi-om a solid at room 

temperature, to a liquid during PCR cycling. 

The psesent invention provides an. especinllv eifecn'.e mode of reagent segregation by 
providing means to replace the mineral oil o\ crlay v, ilk a layer of grease or wax, the 
•soiid'tx of Willi it at room temperature oi ixioiv creates a barrier agamsf mixing ol' 
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bamei to minim iK "nt iio tnu c^i i _ i 1 l vli „ jnd upoi coolmg attci 
amplifcjiiou i, f o lip elv, v, ioim , so d ii le \\ th amoi _ nil dm gs, reduces the 
" I i \ ' p^iH^i t pi. II ti^ I " 1 P^.! V 1 s,K 0 ubes are opered 
thereby reducing tne hkehhooG ol bac.K -contaminanns later reactions. 



Rlovli Uviiin^ > li ^c-> 1^ 5^ {cniphr s "■ advi-d' '''Pi'li <ii. submit u u siibst tut ^ >du vbon 

coi.s s I'^L ofoc aiic nor, nc dc^'iPv, aiK d^JCL liv j-, di-^loscd fi Pe-host kr die l. .jasjs a-'a \%ax.?s 

d'Si. u'^'d 1 ^ Bl icl d 'a df"*- bioth t!(isiilis!d( ion l>> lis iiHct dcd piitpucc 

\s -ct lota 1! J.^ atl'iL.j.j'c Lv ub-l \ t [ i!.!^ _ ' i O'lihl, i cir-*-^ M Ldmon, 

Louden G M Ed) f.ie rWiirg po.iiss oi (\ mt noi ^i i. . i . ti . (\ 3 " a i. a C C 

Thus, at room temperature (appro ximately 23-25"C;). these hydrocarbons would exist as a liquid, not a 

solid. 11 such hydrocarbons were utilized as bamers in Lae methods of Bloch. as suggested m the 

Office Action, it would no! be possible tor such barriers to exis! as a sohd ai room temperature, and 

turn mto a lighter-tnan-water iiquid. with tne tnermai cycling utihzed m PGR. fnus. the modification 

pioposea n die C'f*ice \ct en vvould rei^der tje pimiaiy lefeience of Block unsatislcictorv for its 

intended purpose • me formation ot a layer that cycles between sohd and liquid during PGR thermal 

cj'clmg. As set forth m Block: 

Tlie n\h\ "La,!, i v u il^s i apoi m ' " i ii m ^ / . so n . ^p^ U o*" au'ing 
themai i\..li a ^ upo>^ cooLn^ ait^} ampiitic iff, <^oiipicic 'orii-' a sohd 
harrier which, amons other things, reduces the ease of PGR product dispersal into the 
enviroiiment when reaction tubes are opened, thereby reducing the likelihood of back- 
coniami!iatm<i later reactions. 

Block at column 4. lines 46-53 (emphasis added). 

\pphi.auK sul-int Uut ,uc 1! i! i i Rh 1 s ml pn s^n^ h Iht luannu 

suggested ir < K Otf V ^ \ tion V. M ! 1 - x ,ii p cation v,on!c 'tndc' 

tie piioi ait m^ itioEi l-em{, mnu.K. i^i i i I is ne ed pui^o e then th le is no 

Hi^jcst Oil 1.1 niotmtion t > n akc tie p "ij.o oj ii i i i '<> c i 'ordi n, "33 b 2d 9t;(J (bed 

Ln ib^-t), ihio, \ppi!caiJt sub. nils thai the Oil (.v has iiot set forth a ptinhi la \ ase I'i 
obviousness. See M.P.E.P § 2143. 
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5,3 The modifieatson of Bloch by Perbost would change the priuciple of operation of 
Bloch 

As noted above, Bloch utilizes a bai-iier that trasisitioiis from a solid at room temperature to a 

liquid under PGR cycling: 

The present invention provides an especiallv ettecrive mode of reagent segregation by 
providing means to replace the minei'al oil overlay wilh a layer of grease or wax, ihe 

a-.iiiieoii.s )e;;;.'eiU.i segregated above asui bciow llie grease or wax layer. 'Ilk-rDhi! i yi /'mg 
I turns J I he solid harrier into a iighter-than-water liquid, which is displaced by an 
aqueous layer above; the upper aqueoas layer contains all PGR reagents not present in tlie 

lower aqueous layer. 

Bloch at column A, lines 33-5.3 {esnphasis added). Applicanis subivnt ii-ia. subsiiujilng a iiydroearbon 
consisting of octane, noiiauc, decane anddodecane, as disclosed in Perbost. fo: the g:e,i -e-. and s\axes 
disclosed in Bloch. would clumge the principle of operation of Bloch. 

A^, discussed abosc, octane, nonane, decane and dodecane would arc itqisuis. not 'so/sds at 
room lemperaiure. ff such livdrocarbons were litilized as barriers in the methods of Bloch, as 
sugpc.kM i!; ilic OfHce Actio:;, it would not be po.ssible fot such barriers lo exist as a solid al room 
(empcrature, ar.d turn into a lightcr-thati-watcr liquid, with the thermal cycling utilized in PGR. Thus, 
the modification proposed in the Office Action would change the principle of operation of Bloch ■-- 
thermal cyclitig of a layer between solid ma liquid during PGR. 

.Applicants submit that such a modification to Bloch is not pennissible in the manner 
suggested m the Office Action. See M.P.E.P. 5; 2143. 01. Vl. iff the proposed modification or 
combination of lite prior art would change the principle of operation of the prior art invention being 
modified, then the teachings of the references are not sufficient to render the claims prima facie 
obvious. See In re Ratti. 270 F.2d 810, 123 USPQ 349 (GGPA i959}V Thus, AppHcatit submits that 
the Office Action has not set forth a prima facie case of obviousness. See M.P.E.P § 2143. 

in \ie\v of the fotegoitig remarks. Applicants rcspeclfuiiy request rccotisideration and 
withdrawal of the rejection under 35 U.S.C. § 103(a). 
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CONCLUSION 

Applicant believes that the claims are in condition for allowance and respectfiilly request 
allowance thereof. The Examiner is invited to telephone the undersigned if that would be helpful in 

resolving any issues. 

It is n ot believed that extensions of tim e or fees for net addition of claims are required beyond 
those that may otherwise be provided for in documents accompanying this paper. However, if 
additional extensions of time are necessary to prevent abandonmesit of this appHcasion, then such 
extensions of time are hereby petitioned under 37 C.F.R. § LI 36(a), and any fees required therefor 
(including fees for net addition of claims) are hereby authorized to be charged to our Deposit 
Account No. 50-5071. 

Respectfully submitted. 

Date: April 13.2010 By: /Jefifrev K. Mills/ 

Jeffrey K. Mills 
Registration No.: 56,413 
Attorney for Applicants 

Faiielli Strain & Haag PLLC 
Customer No, 91436 

1455 Pennsylvania Ave N.W., Suite 400 
Washington, D.C., 20004 
Tel: 202.621.1840 
Fax: 202.621.1844 
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